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NOTICE OF MOTION AND MOTION
TO THE COURT, ALL PARTIES, AND THEIR RESPECTIVE COUNSEL
OF RECORD: PLEASE TAKE NOTICE that on December 10, 2018, at 10:30 am.
or as soon thereafter as the matter may be heard in Courtroom 5A, before the
Honorable Roger T. Benitez, SAN DIEGO COUNTY REGIONAL AIRPORT
AUTHORITY will and hereby does move the Court to dismiss Park Assist LLC's
Amended Complaint with prejudice.

As set forth in the accompanying Memorandum of Points and Authorities,
the claims of the patent-in-suit are directed to subject matter that isineligible for
patenting under 35 U.S.C. § 101 and contain no elements that transform them into
patentable subject matter. The Court should invalidate those claims and dismiss the
Amended Complaint with prejudice.

This Motion is based on this Notice, the Memorandum of Points and
Authorities and materials filed herewith, and all records, pleadings and files herein,
and any other matters that the Court deems appropriate.

Dated: November 8, 2018 MORRISON & FOERSTER LLP

By: /s Eric M. Acker
ERIC M. ACKER
EA cker@mofo.com

Attorneys for Defendant
SAN DIEGO COUNTY
REGIONAL AIRPORT
AUTHORITY

1 SDCRAA NOM & MTD AMENDED COMPLAINT
Case No. 3:18-cv-02068-BEN-MDD
sd-727462
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1 CERTIFICATE OF SERVICE
2 The undersigned hereby certified that on November 8, 2018 atrue and
3 || correct copy of the foregoing was transmitted electronically to the Electronic Filing
4 || System of the United States District Court for the Southern District of California
5 || which, under Local Civil Rule 5.4(b)-(d), is believed to have sent notice of such
6 || filing, constituting service of the filed document, on all Filing Users, al of whom
7 || are believed to have consented to electronic service.
8 Executed on November 8, 2018, at San Diego, California
9

10 /s Eric M. Acker

EAcker@mofo.com

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

1 Certificate of Service
Case No. 3:18-cv-02068-BEN-MDD
sd-727462



Case 3

© 0O N oo g b~ W N PP

N NN N NNNNDNDNRRRRRR R R R
W N o 08 W NP O © 0 N O o b w N PP O

ERIC M. ACKER (CA SBN 135805)
EA cker@mofo.com

JOHNR. LANHAM (CA SBN 289382)

JLanham@mofo.com

JANET S. KIM (CA SBN 313815)
JKim@mofo.com

MORRISON & FOERSTER LLP
12531 High Bluff Drive

San Diego, California 92130-2040
Telephone: 858.720.5100
Facsmile: 858.720.5125

Attorneys for Defendant

:18-cv-02068-BEN-MDD Document 25-1 Filed 11/08/18 PagelD.216 Page 1 of 30

SAN DIEGO COUNTY REGIONAL AIRPORT

AUTHORITY

PARK ASSIST, LLC,
Plaintiff,
V.
SAN DIEGO COUNTY REGIONAL
AIRPORT AUTHORITY and ACE
PARKING MANAGEMENT, INC,,

Defendants.

sd-726572

UNITED STATESDISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

Case No. 3:18-cv-02068-BEN-M DD

MEMORANDUM OF POINTSAND
AUTHORITIESIN SUPPORT OF
SAN DIEGO COUNTY REGIONAL
AIRPORT AUTHORITY'S
MOTION TO DISMISSAMENDED
COMPLAINT UNDER

35U.SC. 8101

Date: December 10, 2018
Time: 10:30 am.

Ctrm: 5A _
Judge: Hon. Roger T. Benitez

Demand for Jury Tria

MPA 1SO MOTION TO DISMISS AM. COMPLAINT
Case No. 3:18-cv-02068-BEN-MDD




Case 3;18-cv-02068-BEN-MDD Document 25-1 Filed 11/08/18 PagelD.217 Page 2 of 30

1 TABLE OF CONTENTS
2 Page(s)
3 I INTRODUCTION .....coiiiieiieeiesieee st ee st sae e sae e sae e s snee e enessneenes gl
a1 BACKGROUND.....oooiiiin s 2
A, TREPAIMIES... ...t 2
5 1. The San Diego County Regional Airport Authority .................. 2
6 2. Ace Parking Management, INC ........cccccceveerernienieeneenee e, 3
v 3. Park ASSISE, LLC....ooieceee et 3
B.  The 956 Patent ........cccccoiiiiiieiiirie ettt 3
8 1. The Claims of the 956 Patent ............cccceveinin e 4
9 2. The 956 Patent SpeCifiCation............ccevveveeinne e 5
10 3. The Prosecution of the 956 Patent ............cccoevveeiienieeseeneenne 7
[1I. LEGAL STANDARD ....cotiieiteeeste e seeee e esee et sae st ae e eessne s sneens 8
H A.  Patent Eligibility UNer 8 101 oo...coooeeeeeeeeeeeoeseeeeeeessseeeeeeessseeeeeee 8
12 B. Patent Eligsi[bility Under § 101 Routinely Is Determined at the
PleadingS Stage .......coovieieeeeee e 10
13 |v. THECLAIMSOF THE 956 PATENT ARE INELIGIBLE
14 UNDER 8 101 .....cieiieiesiecie ettt ne e sneenes 10
A. Claim 1 of the’956 Patent IsIneligible Under 8§ 101...........cccccenene. 11
15 1. Claim 1 isDirected to an Abstract Idea............ccceveeveerennnnnne, 11
16 a Claim 1 isdirected to the abstract idea of
Processing INfOrmMation...........cccovveveeieeneenee s 12
17 b. Claim 1 covers mental processing and generic
18 (070]1001 010 111§ [0 [ PSSP PRRPPTT 14
C. Claim 1 does not improve the functioning of the
19 technology ItSElf ..o 16
20 2. Claim 1 Recites No Inventive Concept ..........ccoccveveereesennnnnnn 17
a Claim 1 requires nothing more than a generic
21 implementation of an abstract idea...........cccccevevrenneee, 17
22 b. Park Assist’ s arguments during prosecution were
wrong asamatter of [aw ........cceveeveviiicecieeee e, 19
23 B. Dependent Claim 2 of the’ 956 Patent IsIneligible Under § 101 .....22
24 1. Claim 2 Is Directed to an Abstract Idea...........cccceveeveenennnnne, 22
2. Claim 2 Recites No Inventive Concept ..........ccoccveveereesennnnnnn 23
V2R olo N[ U1 o) N 24
26
27
28
i MPA SO MOTION TO DISMISS AM. COMPLAINT

Case No. 3:18-cv-02068-BEN-MDD



Case 3;18-cv-02068-BEN-MDD Document 25-1 Filed 11/08/18 PagelD.218 Page 3 of 30

1 TABLE OF AUTHORITIES
2 Page(s)
3
Cases
4
5 Aatrix Software, Inc. v. Green Shades Software, Inc.,
882 F.3d 1121 (Fed. Cir. 2018) .......ccceeeecieeeecieeie et eee st 2,10
6
Aatrix Software, Inc. v. Green Shades Software, Inc.,
7 890 F.3d 1354 (Fed. Cir. 2018) ......ccceeiieiecieciee ettt 10
8 Advanced Auctions LLC v. Ebay, Inc.,
9 No. 13-cv-1612-BEN-JLB, 2015 U.S. Dist. LEXIS 39588
10 (S.D. Cal. Mar. 26, 2015) .......ccccoeeieerrieieseesie et ee et 12
11 || Alice Corp. Pty. Ltd. v. CLSBank Int’l,
1 134 S. Ct. 2347 (2014) ..ottt et st passim
13 Apple, Inc. v. Ameranth, Inc.,
842 F.3d 1229 (Fed. Cir. 2016) ......c.eecueeiieecieeeee ettt 9, 16
14
Bancorp Servs., L.L.C. v. Sun Life Assurance Co. of Canada (U.S),
15 687 F.30 1266 (FEU. Cir. 2012) ....vvoveeeeeeeeeeeeeeeseeeesseeseseeeesseseseeessseseseessseens 10, 11
16 Bilski v. Kappos,
17 561 U.S. 593 (2010) ..cveeeeireeieeiesieceesteeeesteeseeseesesreeste e e ste e e sreeeesreenenneas 10, 21
18 | InreBils«i,
19 545 F.3d 943 (Fed. Cir. 2008) ........cccueirerieeireeieeeesreseeseeeesreeeeseesessreensesseesseenes 21
20 | BSG Tech. LLC v. Buyseasons, Inc.,
21 899 F.3d 1281 (Fed. Cir. 2018) ......cceeieeeeieecee ettt 9
22 || Clarilogic, Inc. v. FormFree Holdings Corp.,
3 681 F. ApP’ X 950 (Fed. Cir. 2007) ...cccieeeieeiee e 23
24 Cleveland Clinic Found. v. True Health Diagnostics LLC,
859 F.3d 1352 (Fed. Cir. 2017) ...oocueeeeeeeeeeesee ettt 10
25
CMG Fin. Servs,, Inc. v. Pac. Tr. Bank, F.SB.,
26 || 50 F. Supp. 3d 1306 (C.D. Cal. 2014), aff'd, 616 F. App'x 420
27 (o A O 2 01 ) SRR 10, 11
28

MPA 1SO MOTION TO DISMISS AM. COMPLAINT
Case No. 3:18-cv-02068-BEN-MDD
sd-726572




Case 3

© 0O N oo g b~ W N PP

N NN N NNNNDNDNRRRRRR R R R
W N o 08 W NP O © 0 N O o b w N PP O

118-cv-02068-BEN-MDD Document 25-1 Filed 11/08/18 PagelD.219 Page 4 of 30

Content Aggregation Sols. LLC v. Blu Prods,,

No. 3:16-cv-00527-BEN-KSC, 2016 U.S. Dist. LEXIS 166122

(S.D. Cal. NOV. 29, 2016) .....cceiieeerrieiresreesineeesieseesseenessseessesseessesesssessessens 12,16
Content Extraction & Transmission LLC v. Wells Fargo Bank N.A.,

776 F.3d 1343 (Fed. Cir. 2014) ..ot 15, 19, 20
Credit Acceptance Corp. v. Westlake Servs.,

859 F.3d 1044 (Fed. Cir. 2017) ..ccoeieereeeeenieeie et 17,18
Cybersource Corp. v. Retail Decisions, Inc.,

654 F.3d 1366 (Fed. Cir. 2011) ...ccooeeierierieeie et 20
DDR Holdings LLC v. Hotels.com,

773 F.3d 1245 (Fed. Cir. 2014) ...cceeee ettt eee st 921
Digitech Image Techs,, LLC v. Elecs. for Imaging, Inc.,

758 F.3d 1344 (Fed. Cir. 2014) .ocueeeeeeeeceesiesee et see e s 22
Elec. Power Grp., LLC v. Alstom SA,,

830 F.3d 1350 (Fed. Cir. 2016) .....cccocvreerirreerieeeesieeeesreeseesseeseeeee e seesneenes passim
Enfish, LLC v. Microsoft Corp.,

822 F.3d 1327 (Fed. Cir. 2016) ....c.ccoeerierierieeie sttt 16
FairWarning IP, LLC v. latric Sys., Inc.,

839 F.3d 1089 (Fed. Cir. 2016) ......ccceiereeieriesienie e 15, 16, 20
Finjan, Inc. v. Blue Coat Sys,, Inc.,

879 F.3d 1299 (Fed. Cir. 2018) ......ccceierierieeiee et 16
Genetic Techs. Ltd. v. Bristol-Myers Squibb Co.,

72 F. Supp. 3d 521 (D. Del. 2014), aff' d sub nom. Genetic Techs.

Ltd. v. Merial L.L.C., 818 F.3d 1369 (Fed. Cir. 2016).......cccccverervrrrreererreeseennes 7
I/P Engine, Inc. v. AOL Inc.,

576 F. App'X 982 (Fed. Cir. 2014) ....ccceeieeee et 10
Intellectual Ventures| LLC v. Symantec Corp.,

838 F.3d 1307 (Fed. Cir. 2016) .......cccvveerieeiesieeierseesieseesieeeesseeseeseesseseessens 9,15
Interval Licensing LLC v. AOL, Inc.,

896 F.3d 1335 (Fed. Cir. 2018) ......ccoirierieieeiie et 15

i
sd-726572

MPA 1SO MOTION TO DISMISS AM. COMPLAINT
Case No. 3:18-cv-02068-BEN-MDD




Case 3;18-cv-02068-BEN-MDD Document 25-1 Filed 11/08/18 PagelD.220 Page 5 of 30

1 || Mayo Collaborative Servs. v. Prometheus Labs., Inc.,

2 566 U.S. 66 (2012) .....oocveereeeeeieieiierieste e st e e e sse et eeneens 917,21

3 || Open Parking, LLC v. ParkMe, Inc.,

4 No. 2:15-cv-976, 2016 U.S. Dist. LEXIS 85260 (W.D. Pa. Jun. 30,

2016), aff'd, 683 F. App’'x 932 (Fed. Cir. 2017)....cccocvverererireeeeneenee e passim
5
P&G Co. v. Quantificare, Inc.,

6 288 F. Supp. 3d 1002 (N.D. Cal. 2017).....cccueeeeeieierienieseseese e e 18, 19

/ RecogniCorp LLC v. Nintendo Co.,

8 855 F.3d 1322 (Fed. Cir. 2017) c.ccvieieeeeeeeeieeeiesie et passim

9 || Return Mail, Inc. v. USPS,
10 868 F.3d 1350 (Fed. Cir. 2017), cert. granted in part 2018 U.S.
1 LEXIS 6261 (OcCt. 26, 2018) .....ccecveirieieerieiiceeieeeeeesie e seste e 19, 20
12 SAP Am,, Inc. v. InvestPic, LLC,

898 F.3d 1161 (Fed. Cir. 2018) .....ccceceeieeeieieeeeieeesiese et 18, 23
13
Synopsys, Inc. v. Mentor Graphics Corp.,
14 839 F.30 1138 (FEU. Cil. 2016) ......eomrveeeeeeeeeereeeeseseeseseseseeseseesessseseesessessseesesenes 14
15 TDE Petroleum Data Sols., Inc. v. AKM Enter ., Inc.,
16 657 F. App’ X 991 (Fed. Cir. 2016) ....cccerererierieeerieiesie e see e e 18
17| Inre TLI Commc ns LLC Patent Litig.,
18 823 F.3d 607 (Fed. Cir. 2016) .......eccvreereerierierieieeeniesiesee e see e sre e sseeeeeeneas 12,19
19 | Two-Way Media Ltd v. Comcast Cable Commc'ns, LLC,
20 874 F.3d 1329 (Fed. Cir. 2017) eooueieeeecie e eteeieeeeee e see ettt 18
21 || Vehicle Intelligence & Safety LLC v. Mercedes-Benz USA,
9 635 F. App’'X 914 (Fed. Cir. 2015) ...cceiiiecreciceceeeeee et 21
23
24
25
26
27
28
iV MPA 1SO MOTION TO DISMISS AM. COMPLAINT

Case No. 3:18-cv-02068-BEN-MDD
sd-726572



Case 3

© 0O N oo g b~ W N PP

N NN N NNNNDNDNRRRRRR R R R
W N o 08 W NP O © 0 N O o b w N PP O

118-cv-02068-BEN-MDD Document 25-1 Filed 11/08/18 PagelD.221 Page 6 of 30

Park Assist, LLC allegesinfringement of U.S. Patent No. 9,594,956 (the
“"956 patent”), which is directed to gathering, analyzing, and transmitting
information about occupancy status and permitsin a parking lot. But, under well-
established Supreme Court and Federa Circuit law, claims directed to the abstract
Idea of processing information are not eligible for patenting under 35 U.S.C. § 101,
and the ' 956 patent claims lack any transformative element that creates patentable
subject matter. The Court should invalidate the claims of the ' 956 patent and
dismiss the Amended Complaint with prejudice.

l. INTRODUCTION

For more than 150 years, courts have recognized that abstract ideas fall
within ajudicial exception to § 101 of the Patent Act and cannot be patented.
Within the last decade, a series of Supreme Court decisions—Bilski, Mayo, and
Alice—radically changed the application of this exception. No longer can patentees
obtain claims directed to abstract ideas, like the analysis of information, simply by
reciting generic machines or computersin their claims.

The 956 patent is a prime example of unpatentable subject matter under this
Supreme Court authority: claims that use generic computer components to carry
out the gathering, storage, analysis, and transfer of information. In this case, the
information is used for the mundane tasks of determining whether thereisacarina
parking space, whether the space is properly designated as occupied, and whether
that car has a permit for that space—which humans have done in their minds, and
with pen and paper, for years. The 956 patent is aso aprime example of a
patentee attempting to use the “draftsman’s art” of reciting computer processing to
circumvent the requirements of § 101. While Park Assist, LLC (“Park Assist”)
successfully used this drafting technique to escape § 101 rejections during
prosecution of its patent, the Supreme Court’ s Alice decision, and numerous
Federal Circuit decisions since then, expressly condemn Park Assist’s strategy.

The Court should apply this established law and rule that the claims of the 956

1 MPA 1SO MOTION TO DISMISS AM. COMPLAINT
Case No. 3:18-cv-02068-BEN-MDD
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patent are ineligible under § 101.

[1.  BACKGROUND

A. TheParties
This motion should be resolved based on the pleadings and materials

incorporated therein. See Aatrix Software, Inc. v. Green Shades Software, Inc., 882
F.3d 1121, 1125 (Fed. Cir. 2018). The San Diego County Regional Airport
Authority (“SDCRAA™) provides this brief background of the parties solely to
furnish context for the Couirt.

1. The San Diego County Regional Airport Authority

SDCRAA is an independent agency that was created in 2003 to operate the
San Diego International Airport, plan for the future air transportation needs of the
region, and serve asthe region’s Airport Land Use Commission. Following the
extensive renovation of Terminal 2, SDCRAA requested bids for the construction
of aroughly 2,900-space parking plaza adjacent to Terminal 2. This project was
completed in stages beginning in approximately May 2018. SDCRAA did not
directly manage the construction of the Terminal 2 parking plaza, nor did it directly
select the vendors, subcontractors, or parking systems for the plaza.

Among other technology systems in the Terminal 2 parking plazais an
INDECT parking guidance system that provides counts of available spotsin various
sections of the parking plaza and also provides LED indicators over groups of spots
to alert driversto available parking spaces. The INDECT parking guidance system
In the parking plaza works autonomously, without user/operator review of parking
space occupancy. The INDECT parking guidance system in the parking plaza has
no interaction with vehicle permits, nor are there currently any permit- or preferred
parking-based parking spaces in the parking plaza. SDCRAA does not operate the
parking plaza or the INDECT parking guidance system. (See ECF No. 1917 (“On
information and belief, SDCRAA has contracted and entered into an agreement

with Ace Parking to operate the Airport Parking System.”).)

2 MPA 1SO MOTION TO DISMISS AM. COMPLAINT
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2. Ace Parking Management, Inc.

Ace Parking Management, Inc. (“Ace”) isavendor for SDCRAA. Ace
provides management and operations services for all SDCRAA-owned parking lots
at the San Diego International Airport, including the Terminal 2 parking plaza. Ace
has no access to the INDECT parking guidance system, no way to view images
captured by the system, and no regular interaction with the system.

3. Park Assist, LLC
Park Assist, asubsidiary of the Dutch corporation TKH Group NV (ECF No.

3), sells parking guidance systems. Park Assist submitted abid for the installation
of its parking system to the Terminal 2 parking plaza general contractor, but lost the
contract to the INDECT parking system. (See ECF No. 23 1 32.)

B. The’956 Patent
The 956 patent issued on March 14, 2017, based on a PCT application filed

on May 8, 2011. (ECF No. 23-1.) Itisentitled “Method and System for Managing
aParking Lot Based on Intelligent Imaging.” (Id.) The patent’s abstract provides
the following description of the invention:

To manage a plurality of parking spaces, one or more
Images are acquired, with each parking space appearing
In at least one image. Periodically acquired images of
occupancy and identity are used in directing a customer
to a parked vehicle. Periodically acquired images of just
occupancy ae used in controlling respective
environmental aspects, such as illumination and
ventilation, of the parking spaces. For these purposes, the
images are classified automaticaly as “vacant” or
“occupied”, and are displayed aong with their
classifications so that the classifications can be corrected
manually. (1d.)

The issued claims of the '956 patent, however, have nothing to do with
“directing a customer to a parked vehicle” or “controlling respective environmental

aspects’ of parking spaces as recited in the Abstract. (Id. at Claims 1-2.) The

3 MPA 1SO MOTION TO DISMISS AM. COMPLAINT
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claims relate only to ensuring the occupancy indicator (a multicolor light) for a
parking spot is accurate and that vehicles have the required permit to park in
specified spots.

1. The Claims of the '956 Patent
The 956 patent has just two claims. independent claim 1 and dependent

claim 2. Independent claim 1 requires the following:

1. A method of managing a plurality of parking spaces,
comprising:

(&) monitoring a parking space with an imaging device of
an imaging unit;

(b) detecting, by said imaging unit, occupancy of said
parking space;

(c) assigning said parking space, in which said occupancy
was detected, an occupied status, wherein said occupied
status is indicated by illuminating a first color of a
multicolor indicator collocated with said imaging device,
said first color predefined to determine said occupied
status;

(d) obtaining, as a result of said parking space having
said occupied status, a single high resolution image of a
vehicle occupying said parking space, said high
resol ution image obtained by said imaging device;

(e) storing at least part of said high resolution image on a
storage device;

(f) displaying athumbnail image of said parking space on
a graphic user interface (GUI), said thumbnail image
digitally processed from an image electronicaly
communicated to said GUI from said imaging unit;

(g) deciding whether said occupied status is incorrect,
based on a visual review of said thumbnail image on said
GUI,

(n) correcting said occupied status, by inputting
computer-readabl e instructions to a computer terminal of
said GUI, if said parking space shown in said thumbnail
Image is vacant and said computer terminal electronically
communicating a command to toggle said multicolor
indicator to illuminate a second color, said second color
predefined to indicate a vacant status,

4 MPA 1SO MOTION TO DISMISS AM. COMPLAINT
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() extracting from said high resolution image, by digital
Image processing, a permit identifier for said vehicle and
comparing said permit identifier with at least one parking
permit identification stored on said storage to determine a
permit status of said parked vehicle; and

(j) initiating an infringement process for said vehicle
having said permit identifier that fails to coincide with at
least one of said a least one parking permit
identification. (Id. at Claim 1.)

Steps (a) through (h) of claim 1 cover determining whether avehicleis present in a
parking space, then having a human operator determine whether the occupancy
indicator light for the parking space is accurate (and correcting it if the spaceis
vacant). Steps (i) and (j) cover determining whether a car parked in a parking
space has the required permit (and initiating an “infringement process’ if not).
Claim 2 depends from claim 1 and narrows it by requiring the use of a

self-modifying classification algorithm:

2. The method of clam 1, wherein said detecting

includes providing machine-readable code of a

self-modifying classification algorithm for assigning said

respective statuses, the method further comprising:

(e) said system executing said machine-readable code to

modify said classification algorithm in response to said
correcting. (Id. at Claim 2.)

Claim 2 thus covers modifying the occupied status algorithm if an error had to be
corrected in step (h) of claim 1.
2. The’ 956 Patent Specification

The 956 patent specification provides further context on the nature of the
claimed invention. As the specification acknowledges, “[t]he use of different
sensor technologies [in a parking lot], such as ultrasonics or image processing is
known.” (ECF No. 23-1 at col. 1:14-16.) Such known image processing “may
determine occupancy of slots and provide the driver with guidance to available

spaces either upon entry to the parking lot or by displays strategically located
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withinthelot.” (Id. at col. 1:16-23.)

The inventors identify a number of supposed shortcomings in these existing
sensing and guidance methods, with objectives for improving on the existing
methods with their invention. (Id. at col. 1:22-44, 2:1-26.) But nearly all of these
objectives relate to claims that the inventors abandoned in prosecution, not the two
claimsthat ultimately issued. For example, the inventors claim that their invention
Is directed toward providing “customers guidance in finding their car,” “reduc[ing]
parking lot energy consumption” and “administer[ing] targeted advertising and
loyalty programs through vehicle identification.” (ECF No. 23-1 at col. 2:3-26.)
But nothing in the claims that actually issued pertains to these purported
advantages. At best, the issued clams relate to using generic computers for
“Improv[ing] enforcement of parking lot rules and regulations’ and “provid[ing] a
platform for real-time remote monitoring and human control of the parking
system.” (Id. at col. 2:15-26; seealso id. at Claims 1-2.)

The specification makes clear that the claimed methods can be practiced on
general computers and hardware, such as a*“ desktop or server grade computer,” “an
energy efficient multicolor LED indicator,” “CMOS digital cameratechnology,”
and a“400 MHz ARM9 processor [], available from ARM Ltd. of Cambridge GB.”
(Id. at col. 7:49-66, 8:30-39, 8:60-63.) Similarly, the’956 patent specification
explains that the claimed vehicle detection can be practiced with existing computer
algorithms: “Any classification routine or machine learning algorithm can be used;
some common algorithms in the literature include Classification and Regression
Trees, Support Vector Machines, and Artificial Neural Networks.” (1d. at col.
11:61-65.) Additionally, “the metrics that are computed can themselves be learned
from training data, using a variety of methods known in the art such as Kernel
Methods, Principal Components Analysis, Independent Component Analysis,
Feature Detection Methods, etc.” (Id. at col. 11:66-12:4.)
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3. The Prosecution of the’ 956 Patent
During prosecution of the ' 956 patent, the examiner correctly identified

subject matter eligibility problems with the pending claims.* In May 2015, the
examiner issued arejection of pending claims 19 and 20 (which, following
amendment, became issued claims 1 and 2), asineligible under § 101, along with
many other pending claims. (Declaration of Eric M. Acker (“ Acker Decl.”), filed
herewith, Ex. 1 at 3 (5/1/15 Office Action).) The examiner noted that these claims
were directed to the abstract idea of “organizing human activities including the
mere instructions for a human to implement the claimed idea on a computer,” and
the additional claim elements did not provide more “meaningful limitations.” (Id.)
In response to this regjection, Park Assist did not dispute that the claims were drawn
to an abstract idea, but claimed that “[i]t appears that a clerical error has occurred”
because the rejected claims “include, at the very least, images captured by an
Imaging device — thereby tying the invention to a machine.” (Id. at 7 (8/3/15 Resp.
to Office Action) (emphasis added).) Inresponseto Park Assist’s “clerical error”
argument, the examiner withdrew her § 101 rejection without comment.

But six months later the examiner again rgjected claims 19 and 20 as
ineligible under § 101, along with many other pending claims. (ld. at 12 (2/9/16
Office Action).) Asthe examiner recognized, those claims were “directed to
comparing and organizing information . . . for transmission,” which is an abstract
ideathat isineligible for patenting. (Id.) The examiner also recognized that the
clams' recitation of “obtaining images,” and “determining occupancy based on
Images,” “changing and correcting statuses’ did not add the “significantly more”

L A court may takejudicial notice of a gatent’s rosecution history in the
context of amotion to dismissunder § 101. Genetic Techs. Ltd. v. Bristol-Myers
Squibb Co., 72 F. Supp. 3d 521, 526 (D. Del. 2014), aff’d sub nhom. Genetic Techs.
Ltd. v. Merial L.L.C., 818 F.3d 1369 (Fed. Cir. 2016). Here, SDCRAA discusses
the prosecution history not as evidence to support its motion to dismiss, but rather
to help the Court understand why Park Assist’s prior arguments were legally

wrong.
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necessary to transform an abstract idea into patentable subject matter. (1d. at 13.)

In response to this § 101 rejection, Park Assist again did not dispute that the
claims were drawn to an abstract idea. (Seeid. at 21 (5/9/16 Resp. to Office
Action).) Instead, Park Assist tried to draft around the § 101 defects. Specifically,
Park Assist added the “multicolor indicator” clauses to limitations (c) and (h) and
argued that “[t]he claims, as amended now recite at least a processor or controller
for controlling the illumination of multicolor indicator [sic], and thus, tying a
machine to a processrecitation.” (Id. at 17-18, 21.) Park Assist also added the
parking permit limitations (i) and (j). (Id. at 17.) In sum, Park Assist argued that
their amended claims satisfied § 101 because they were tied “to machines and
processes that can only be performed by computerized systems.” (Id. at 17, 21.)

Without further analysis, the examiner accepted these argumentsin an office
action that also allowed only claims 19 and 20 (now claims 1 and 2) to issue “if
rewritten in independent form including all of the limitations of the base claim.”?
(Id. at 29, 32 (6/9/16 Office Action).) Asdiscussed below, the examiner ssmply
misapplied the evolving law on eligible subject matter, which expressly rejects Park
Assist’ s arguments to the examiner. The examiner should not have allowed claims
1 and 2 to issue, and the Court should now correct that oversight.

1. LEGAL STANDARD

A. Patent Eligibility Under § 101
The Supreme Court has adopted a two-step framework for determining

whether aclaim is patent-ineligible under § 101: (1) whether the claims are directed
to one of the three patent-ineligible categories, i.e., laws of nature, natural
phenomena, or an abstract idea; and (2) whether any claim elements provide an
“Inventive concept” that transforms the claim into patent-eligible subject matter.

2 Asclaim 19 was aready written in independent form, the examiner
evidently misread the claim or made an administrative error.
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Alice Corp. Pty. Ltd. v. CLSBank Int’l, 134 S. Ct. 2347, 2355 (2014); see also
Open Parking, LLC v. ParkMe, Inc., No. 2:15-cv-976, 2016 U.S. Dist. LEXIS
85260, at *4 (W.D. Pa. Jun. 30, 2016), aff'd, 683 F. App’x 932 (Fed. Cir. 2017)
(claim to parking system for communicating space occupancy information to
mobile device failed both steps of Alice).

Thefirst step in Alice looks at the “focus’ of the claims and their “character
asawhole” to determine whether the claims are directed to an abstract idea. Elec.
Power Grp., LLC v. Alstom SA., 830 F.3d 1350, 1353 (Fed. Cir. 2016). Claims
reciting a“result or effect that itself is the abstract idea and merely invoke generic
processes and machinery” do not pass muster under Alice step one. Apple, Inc. v.
Ameranth, Inc., 842 F.3d 1229, 1241 (Fed. Cir. 2016) (citation omitted).
Processing information is atypical example of an abstract idea. Elec. Power Grp
830 F.3d at 1353 (collecting cases). Methods of organizing human activity also are
typically abstract, so courts may consider if the claimed invention is analogous to
activities performed by humans. Intellectual Ventures| LLC v. Symantec Corp.,
838 F.3d 1307, 1317-18 (Fed. Cir. 2016) (email method claim akin to corporate
mailroom).

The second step in Alice considers “the elements of each claim both
individually and *as an ordered combination’ to determine whether the additional
elements ‘transform the nature of the claim’ into a patent-eligible application.”
BSG Tech. LLC v. Buyseasons, Inc., 899 F.3d 1281, 1289-90 (Fed. Cir. 2018)
(quoting Alice, 134 S. Ct. at 2355). “These transformative elements must supply an
‘inventive concept’ that ensures the patent amountsto ‘significantly more than a
patent upon the [ineligible concept] itself.”” 1d. (quoting Mayo Collaborative
Servs. v. Prometheus Labs., Inc., 566 U.S. 66, 72-73 (2012)). A claim cannot pass
Alice step two simply by tying the practice of an abstract idea to a machine or
computer. DDR Holdings LLC v. Hotels.com, 773 F.3d 1245, 1256 (Fed. Cir.
2014) (citing Mayo, 566 U.S. at 85; Alice, 134 S. Ct. at 2358). Asthe Supreme
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Court made clear, “the mere recitation of a generic computer cannot transform a
patent-ineligible abstract idea into a patent-eligible invention.” Alice, 134 S. Ct. at
2358.

B.  Patent Eligibility Under § 101 Routinely Is Deter mined at
the Pleadings Stage

Patent eligibility can be determined at the Rule 12(b)(6) stage “when there
are no factual allegations that, taken as true, prevent resolving the eligibility
guestion as a matter of law.” Aatrix Software, 882 F.3d at 1125. The Federal
Circuit has “repeatedly affirmed 8§ 101 rejections at the motion to dismiss stage,
before claim construction or significant discovery has commenced.” Cleveland
Clinic Found. v. True Health Diagnostics LLC, 859 F.3d 1352, 1360 (Fed. Cir.
2017); Aatrix Software, Inc. v. Green Shades Software, Inc., 890 F.3d 1354, 1358
(Fed. Cir. 2018) (“[S]ince Berkheimer and Aatrix, we have continued to uphold
decisions concluding that claims were not patent eligible at these stages.”)
(concurrencein denial of rehearing en banc). Early resolution of the § 101 issue
can “spare both litigants and courts years of needless litigation.” 1/P Engine, Inc. v.
AOL Inc., 576 F. App’'x 982, 996 (Fed. Cir. 2014) (Mayer, J., concurring).

Claim construction is not necessary if the “basic character of the claimed
subject matter” can be understood without construing the claims or if the outcome
of a 8§ 101 motion would be the same “under any reasonable construction.”
Bancorp Servs., L.L.C. v. Sun Life Assurance Co. of Canada (U.S), 687 F.3d 1266,
1273-74 (Fed. Cir. 2012); CMG Fin. Servs., Inc. v. Pac. Tr. Bank, F.SB., 50 F.
Supp. 3d 1306, 1314 (C.D. Cal. 2014), aff'd, 616 F. App'x 420 (Fed. Cir. 2015).
For example, the Supreme Court held the claimsin Bilski patent ineligible without
any claim construction. See Bilski v. Kappos, 561 U.S. 593, 599, 612 (2010).

V. THECLAIMSOF THE '956 PATENT ARE INELIGIBLE
UNDER § 101

The 956 patent claims are archetypes of claims rejected by courts since
Alice. Infact, asdiscussed below, just last year the Federal Circuit summarily
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affirmed the rgjection of remarkably similar claims drawn to using computers to
monitor and transmit information about the availability of spacesin aparking lot.

Here, clam 1 isdirected to processing information about parking space
occupancy and vehicle permit status, which human beings have performed for
decades. While claim 1 must be performed on computer systems, it does not
improve the functionality of those systems themselves. These computer systems
and generic hardware do nothing to add an inventive concept that transforms
claim 1 into patentable subject matter, as they are merely physical components that
behave exactly as expected according to their ordinary use.

Claim 2 adds only the modification of a classification algorithm in response
to user input. In other words, it claims using generic computer code to modify the
occupied status detection agorithm in response to user input in step (h) of claim 1.
As claim 2 does not teach “significantly more” than running a process on a
computer, it lacks the inventive concept necessary to transform its abstract subject
matter.

A. Claim 1 of the’956 Patent IsIneligible Under § 101

1. Claim lisDirected to an Abstract Idea
Claim 1 fails Alice step one. It isdirected to the abstract concept of

processing information, namely information derived from images of parking spaces.
Claim 1 implements this processing by using the human mind and generic computer
systems—ways of analyzing information that the Supreme Court and Federal
Circuit have repeatedly found abstract. And, while claim 1 is set against the
backdrop of general computer hardware, nothing in the claim is directed to
improving that hardware as such.

* Construing the claims of the’ 956 patent is unnecessary to decide the issues
below. No reasonable construction of the claims would alter the fact that the claims
are directed to the processing of information, and no reasonable construction of the
claims would be dispositive on whether the claims contain an inventive concept.
See Bancorp Servs., 687 F.3d at 1273-74; CMG Fin. Servs,, 50 F. Supp. 3d at 1314;
see also Open Parking 2016 U.S. Dist. LEXIS 85260, at *13.
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1 a. Claim lisdirected to the abstract idea of
processing information

2 Claim 1 isdirected to the abstract idea of processing information by

3 collecting, storing, analyzing, and transmitting that information. “Information as

4 suchisanintangible.” Elec. Power Grp., 830 F.3d at 1353. Thus, processing

> information, including by collecting, storing, analyzing, and transmitting it, is an

© abstract concept. Seeid.; Inre TLI Commc’'ns LLC Patent Litig., 823 F.3d 607,

! 611-13 (Fed. Cir. 2016) (invalidating claim to method for recording and classifying
8 digital images with telephone unit); Content Aggregation Sols. LLC v. Blu Prods.,
0 No. 3:16-cv-00527-BEN-KSC, 2016 U.S. Dist. LEX1S 166122, at *17 (S.D. Cal.
10 Nov. 29, 2016) (invalidating claim to receiving and transmitting data on handheld
1 device). Park Assist cannot circumvent the exclusion of abstract ideas by

12 narrowing the invention to managing a parking lot, as “a variation on the abstract
13 idea does not mean it is not directed to that abstract idea.” Advanced AuctionsLLC
14 v. Ebay, Inc., No. 13-cv-1612-BEN-JLB, 2015 U.S. Dist. LEXIS 39588, at *6 (S.D.
15 Cal. Mar. 26, 2015) (invalidating claim to Internet auctions).

16 The Federa Circuit recently affirmed that an invention incredibly similar to
17 the " 956 patent is abstract and unpatentable. 1n Open Parking, LLC v. ParkMe,

18 Inc., the patents at issue claimed a parking system for communicating areal time
19 representation of parking lot occupancy to a mobile device, aswell as
20 communicating changes to the occupancy status of individual spaces. 2016 U.S.
21 Dist. LEXIS 85260, at *4. The district court found that “what the patents are really
22 trying to get at is the transmission of substantially real time data of whether there
23 are any open parking spacesinagivenlot.” Id. at*21. Thiswas“moving data
24 (open parking spots or not, and maybe where they are) from one place (the parking
25 lot) to another (the driver’slocation),” which isan abstract idea. Id.
26 As the Open Parking court noted, “[i]nformation about open parking spaces
2; has long been broadcast to drivers who cannot actually see the open spaces.” 1d. at
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*22. The court provided two specific examples of thislongstanding method of
organizing information: (1) parking garages with exterior displaysindicating “if
(and in some cases how many) spots are vacant” and (2) humans designating empty
parking spaces, as “a drive through the streets outside PNC Park on the evening of a
Pirates game reveals any number of people with orange flags waving to carsto
indicate there are vacant spotsin their lots.” 1d. After thisanalysis, the district
court ruled that the patents were directed to ineligible subject matter and dismissed
the complaint with prejudice. Id. at *29. The Federal Circuit found this
determination so straightforward that it issued a summary affirmance. Open
Parking, LLC v. ParkMe, Inc., 683 F. App’'x 932 (Fed. Cir. 2017) (Rule 36
judgment).

Electric Power Group isalso instructive. The patentee in that case claimed a
method of detecting events on an electric power grid, including receiving data from
avariety of data sources, detecting and analyzing eventsin real time from analysis
of specific types of data, displaying event analysis results and diagnoses, displaying
visualizations of data streams, and deriving an indicator of power grid vulnerability.
Elec. Power Grp., 830 F.3d at 1351-52. The Federa Circuit found the claims
directed to an abstract idea, holding that “[t]he advance [the claims] purport to
make is a process of gathering and analyzing information of a specified content,
then displaying the results, and not any particular assertedly inventive technology
for performing those functions.” Id. at 1354.

Claim 1 of the '956 patent shares the same flaws. Claim 1 purports to cover
gathering information (“detecting, by said imaging unit,” “obtaining . . . asingle
high resolution image,” and “extracting from said high resolutionimage.. . . a
permit identifier”); analyzing the information (“assigning . . . an occupied status,”
“deciding whether said occupied statusisincorrect,” and “comparing said permit
identifier”); and displaying, or transmitting, the results (“illuminating afirst color
of amulticolor indicator,” “displaying athumbnail image,” and “initiating an
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infringement process’). These steps clearly are directed to an abstract idea. See
Elec. Power Grp., 830 F.3d at 1354; see also RecogniCorp LLC v. Nintendo Co.,
855 F.3d 1322, 1326 (Fed. Cir. 2017) (encoding and decoding image data is
abstract). And thereis no inventive technology for performing the method, as the
'956 patent specification teaches that the technology used was conventional and
aready known. (Seesupra, Section I1.B.2; ECF No. 23-1 at col. 1:14-24, 7.49-66,
8:30-39, 8:60-63, 11:61-12:4.)

b. Claim 1 coversmental processing and generic

computing

The steps of claim 1 are based on processing information through either
human mental processes or generic computer processing. The Federa Circuit has
“treated analyzing information by steps people go through in their minds, or by
mathematical algorithms, without more, as essentially mental processes within the
abstract-idea category.” Elec. Power Grp., 830 F.3d at 1354.

First, claim 1 recites information processing that is expressly done within the
human mind. A thumbnail image of a parking space is displayed on a graphic user
interface (GUI) and a user “decid[es] whether said occupied status isincorrect,
based on avisual review of said thumbnail image on said GUI” and “correct[s] said
occupied status, by inputting computer-readabl e instructions to a computer terminal
of said GUI . ...” Thisanalysisof information, performed within the user’s mind,
Is atextbook example of ineligible subject matter. “[Clomputational methods
which can be performed entirely in the human mind are the types of methods that
embody the ‘basic tools of scientific and technological work’ that are freeto all
men and reserved exclusively to none.” Synopsys, Inc. v. Mentor Graphics Corp.,
839 F.3d 1138, 1146 (Fed. Cir. 2016) (citation omitted). For example, in
RecogniCorp, the Federal Circuit found that “a method whereby a user displays
images on afirst display, assigns image codes to the images through an interface
using a mathematical formula, and then reproduces the image based on the codes’
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1 || wasan abstract idea. 855 F.3d at 1326. The human mental processing hereis
2 || effectively the same.
3 Second, claim 1 recites information processing akin to mental processing, but
4 || based on genera computer functions (e.g., “storing at least part of said high
5 || resolution image on a storage device,” and “extracting from said high resolution
6 || Image, by digital image processing”). These concepts of data collection,
7 || recognition, and storage, are “undisputedly well-known” and abstract. Content
8 || Extraction & Transmission LLC v. Wells Fargo Bank N.A., 776 F.3d 1343, 1347
9 || (Fed. Cir. 2014). That a human mind cannot recognize the “processed streams of
10 || bits” flowing through a computer isirrelevant to the § 101 analysis, because the
11 || basic concept of this activity is abstract. Id. (citing Alice, 134 S. Ct. at 2356, 2358);
12 || seealso Interval Licensing LLC v. AOL, Inc., 896 F.3d 1335, 1345 (Fed. Cir. 2018)
13 || (collection, organization, and display of two sets of information on a generic
14 || display deviceis abstract absent a specific improvement to the way technologies
15 || operate); Open Parking, 2016 U.S. Dist. LEXIS 85260, at * 20 (comparing
16 || computerized parking system to human management of a parking lot).
17 Effectively, claim 1 does nothing more than determine whether thereisacar
18 || in aparking space, whether the space is properly designated as occupied, and
19 || whether that car has a permit for that space, which humans have donein their
20 || minds, and with pen and paper, for years. See Open Parking, 2016 U.S. Dist.
21 || LEX1S 85260, at *22 (noting that at sporting events there are “any number of
22 || people with orange flags waving to cars to indicate there are vacant spotsin their
23 || lots’). Such organization of routine human activity is abstract and ineligible for
24 || patenting. See FairWarning IP, LLC v. latric Sys., Inc., 839 F.3d 1089, 1095 (Fed.
25 || Cir. 2016) (claim for fraud detection was abstract where it presented the “ same
26 || questions. . . that humans in analogous situations detecting fraud have asked for
27 || decades, if not centuries’); Intellectual Ventures|, 838 F.3d at 1317-18 (claim to an
28 || email method was abstract where it was similar to operation of a corporate
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mailroom).

C. Claim 1 does not improve the functioning of the
technology itself

Unlike cases in which valid claims were directed to a specific improvement
to the way technologies operate, claim 1 does not purport to “improve the
functioning of the computer itself.” Alice, 134 S. Ct. at 2359; compare Finjan, Inc.
v. Blue Coat Sys., Inc., 879 F.3d 1299, 1305 (Fed. Cir. 2018) (claim employed a
“new kind of file that enables a computer security system to do things it could not
do before”); Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1336 (Fed. Cir. 2016)
(claimed self-referential table was “a specific improvement to the way computers
operate’). Nothing in claim 1 instructs how to build a better imaging device, a
better indicator, a better GUI, a better computer, or a better algorithm. To the
contrary, the ' 956 patent specification recognizes that claim 1 could be practiced
using existing algorithms and off-the-shelf computers. (See supra, Section I1.B.2;
ECF No. 23-1 at col. 1:14-24, 7:49-66, 8:30-39, 8:60-63, 11:61-12:4.)

Claim 1 invokes these existing, generic components and algorithms to
implement the abstract idea of processing and displaying information. See Apple,
842 F.3d at 1241 (claims were abstract where they did not recite a particular way of
programming or designing the claimed features, only the resulting system). The
claim’ s recitation of result-based limitations such as “assigning said parking
space . . .an occupied status,” “displaying athumbnail image,” and “comparing said
permit identifier” are classic examples of automating information processing with a
computer, which does not does not improve the functioning of the computer itself
and does not confer patentability. FairWarning, 839 F.3d at 1095; Content
Aggregation, 2016 U.S. Dist. LEXIS 166122, at * 17 (“generalized steps to be
performed on a computer using conventional computer activity” do not lead to
patentability (quoting Enfish, 822 F.3d at 1338)).

The claim’ s limitations for “illuminating afirst color of a multicolor
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1 || indicator” and “toggl[ing] said multicolor indicator to illuminate a second color,”
2 || which Park Assist added in an express attempt to circumvent § 101 restrictions, are
3 || likewise abstract. (Acker Decl. Ex. 1 at 17-18, 21 (5/9/16 Resp. to Office Action).)
4 || The Federal Circuit has recognized that such coded transmittal of information isan
5 || abstract concept little different than Morse code or “Paul Revere's ‘oneif by land,
6 || twoif by sea signaling system.” Recognicorp, 855 F.3d at 1326; see also Open
7 || Parking, 2016 U.S. Dist. LEXIS 85260, at * 22.
8 Atitsheart, claim 1is“isnot [for] . . . an improvement in computers as tools,
9 || but [for] certain independently abstract ideas that use computers astools.” Credit
10 || Acceptance Corp. v. Westlake Servs., 859 F.3d 1044, 1055 (Fed. Cir. 2017)
11 | (emphasis added) (citation omitted). That is not patentable subject matter.
12 2.  Claim 1 Recites No I nventive Concept
13 Claim 1 fails Alice step two. Reciting the use and arrangement of generic
14 || computer components lacks the inventive concept necessary to make the claim
15 || “significantly more than a patent upon the ineligible concept itself.” Credit
16 || Acceptance Corp., 859 F.3d at 1054 (citation and brackets omitted). Asamatter of
17 || Supreme Court and Federal Circuit law, and contrary to Park Assist’s arguments
18 || during prosecution, tying the claimed method to computerized systems does not
19 || transform the claim into a patent-eligible application of the abstract idea.
20 a.  Claim 1 requiresnothing morethan a generic
1 implementation of an abstract idea
- The Supreme Court has twice instructed that “simply implementing a
- mathematical principle on a physical machine, namely a computer, [i]snot a
” patentable application of that principle.” Alice, 134 S. Ct. 2357-58 (quoting Mayo,
- 566 U.S. at 84). Since those decisions, the Federal Circuit has consistently rejected
- claims that recite processing information on generic components:
27
28
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The use and arrangement of conventional and generic

computer components recited in the claims—such as a

database, user terminal, and server—do not transform the

clam, as awhole, into “significantly more” than a clam

to the abstract idea itself. We have repeatedly held that

such invocations of computers and networks that are not

even arguably inventive are insufficient to pass the test of

an inventive concept in the application of an abstract

Idea.
Credit Acceptance Corp., 859 F.3d at 1056 (internal citations and quotations
omitted); TDE Petroleum Data Sols., Inc. v. AKM Enter ., Inc., 657 F. App’x 991,
993 (Fed. Cir. 2016) (“[patentee] does not and cannot argue that storing state
values, receiving sensor data, validating sensor data, or determining a state based on
sensor dataisindividually inventive.”).

Hereit isclear, both from the claim and from the specification, that claim 1
just requires already-available electronics, with their already-available basic
functions, to use as tools in executing the claimed processes. See SAP Am,, Inc. v.
InvestPic, LLC, 898 F.3d 1161, 1169-70 (Fed. Cir. 2018). The specification’s
recitation of processors, RAM, and other commonplace el ectronics does not amount
to anything more than “generic computer implementation.” P&G Co. v.
Quantificare, Inc., 288 F. Supp. 3d 1002, 1027 (N.D. Cal. 2017); (Section 11.B.2;
ECF No. 23-1 at col. 1:14-24, 7:49-66, 8:26-59, 8:60-63, 11:61-12:4). The
software recited in the specification is similarly generic: “[a]ny classification
routine or machine learning algorithm can be used” and the permit identifier is
extracted with “digital image processing.” (ECF No. 23-1 at col. 11:61-62, Claim
1.) The specification concedes that using such technologies to determine
occupancy of dots and provide guidance to available spaces was already known in
theart. (Id. at col. 1:8-22.)

Moreover, claim 1 itself isfar more general than even the patent

specification. Limitations and teachings that appear in the specification, but not in
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the claim, cannot provide inventive stepsfor a8 101 analysis. Two-Way Media Ltd
v. Comcast Cable Commc'ns, LLC, 874 F.3d 1329, 1339 (Fed. Cir. 2017) (“While
the specification may describe a purported innovative ‘ scal able architecture;’
claim 1 of the’ 187 patent does not.”); Return Mail, Inc. v. USPS 868 F.3d 1350,
1369 (Fed. Cir. 2017) (limitations in specification that “do not appear in the subject
claims’ did not save claims), cert. granted on other grounds, 2018 U.S. LEXIS
6261 (Oct. 26, 2018); RecogniCorp, 855 F.3d at 1327 (“[A]n inventive concept
must be evident in the claims.”). Thus, specific teachings in the specification about,
for example, the appearance of a GUI interface or the benefits of claims that were
abandoned in prosecution cannot save the abstract concept of claim 1.
Fundamentally, claim 1's use of computer technology is merely for “physical
components [that] behave exactly as expected according to their ordinary use,”
which does not transform an abstract concept into patentable subject matter. TLI
Commc' ns, 823 F.3d 615; Open Parking, 2016 U.S. Dist. LEXIS 85260, at *27
(incorporating computer technology “does not ‘ override[] the routine and
conventional sequence of events' pertaining to finding a parking space”).

b. Park Assist’s arguments during prosecution
wer e wrong as a matter of law

During prosecution of the ' 956 patent, Park Assist argued that its claims were
patentable under § 101 because (1) they recite “images captured by an imaging
device,” (2) they recite “at least a processor or controller for controlling the
Illumination of multicolor indicator [sic], and thus, tying a machine to a process
recitation,” and (3) they are tied “to machines and processes that can only be
performed by computerized systems.” (Acker Decl. Ex. 1 at 7 (8/3/2015 Resp. to
Office Action); id. at 21 (5/9/2016 Resp. to Office Action).) None of these
arguments pass muster under 8§ 101.

First, merely reciting “images captured by an imaging device” does not
satisfy § 101. See Content Extraction, 776 F.3d at 1347 (claims reciting a
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1 || “scanner” wereinvalid under § 101); TLI Commc’ns, 823 F.3d at 613 (“[T]he

2 || clams' recitation of . . . an ‘image analysis unit,” and a‘control unit’ fail to add an

3 || inventive concept.”); P&G Co., 288 F. Supp. 3d at 1026-27 (acquiring and

4 || analyzing adigital image “are routine computer functions”).

5 Second, reciting a processor or controller to “t[ie] a machine to a process

6 || recitation” doesnot satisfy § 101. See FairWarning, 839 F.3d at 1096 (the use of

7 || elements like amicroprocessor or user interface does not alone transform an

8 || otherwise abstract concept); Cybersource Corp. v. Retail Decisions, Inc., 654 F.3d

9 || 1366, 1375 (Fed. Cir. 2011) (“[T]he basic character of a process claim drawn to an
10 || abstract ideais not changed by claiming only its performance by computers’). In
11 || fact, the Supreme Court in Alice expressly rejected the strategy employed by Park
12 || Assist during prosecution. The Court acknowledged that “a computer is atangible
13 || system (in § 101 terms, a‘machine’),” but “if that were the end of the § 101
14 | inquiry, an applicant could claim any principle of the physical or social sciences by
15 || reciting a computer system configured to implement the relevant concept.” Alice,
16 || 134 S. Ct. at 2359. Permitting patent eligibility “to depend simply on the
17 || draftsman’sart” would “eviscerat[e] therulethat . . . abstract ideas are not
18 || patentable.” Id. (citations omitted).
19 Third, tying the claims “to machines and processes that can only be
20 || performed by computerized systems’ does not satisfy § 101, nor does clam 1
21 || actually do so. In Content Extraction, the plaintiff argued that its claims passed
22 || 8§ 101 because they required a scanner, and “human minds are unable to process and
23 || recognize the stream of bits output by ascanner.” 776 F.3d at 1347. The Federa
24 || Circuit rejected this argument, pointing out that “the claimsin Alice also required a
25 || computer that processed streams of bits, but nonethel ess were found to be abstract.”
26 || 1d.; see also Open Parking, 2016 U.S. Dist. LEXIS 85260, at * 26 (rejecting § 101
27 || argument that claim could only be performed with computer). Moreover, the
28 || inquiry is not whether a human mind has the same technological operation asthe
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1 || recited machine (which would never be the case), but whether the fundamental
2 || processisakinto mental or algorithmic activity. See, e.g., Return Mail, 868 F.3d at
3 || 1368 (invalidating claim to computerized mail encoding and decoding that merely
4 || recited processes performed in the human mind, “with the benefit of generic
5 || computer technology”). All the processesin claim 1—determining whether a
6 || vehicleisin aparking space, indicating space occupancy, reading a permit on a
7 || vehicle, comparing the permit to alist of approved permits, and taking action if the
8 || permit is not approved—"*can, and have been, performed in the human mind,”
9 || individually and in combination. Id.
10 Finaly, to the extent that Park Assist’s prosecution arguments were an
11 || attempt to invoke the “machine-or-transformation” test, that would still not save
12 || claim 1. The Federal Circuit articulated the machine-or-transformation test in
13 || Bilski: aclaimed processis patent eligibleif it istied to a particular machine or
14 | transforms an article into a different state or thing. Inre Bilski, 545 F.3d 943, 954
15 || (Fed. Cir. 2008), abrogated in pertinent part, 561 U.S. at 604. But the Supreme
16 || Court made clear in Bilski, Mayo, and Alice that satisfying the machine-or-
17 || transformation test no longer saves claims from § 101 rejections. As the Federal
18 || Circuit explained, while the machine-or-transformation test remains an important
19 || cluein the patentability inquiry,
20 in Mayo, the Supreme Court emphasized that satisfying
21 the machine-or-transformation test, by itself, is not
sufficient to render a claim patent-eligible as not all
22 transformations or machine implementations infuse an
23 otherwise ineligible clam with an “inventive
concept.” . .. And after Alice, there can remain no doubt:
24 recitation of generic computer limitations does not make
25 an otherwise ineligible claim patent-eligible. The bare
fact that a computer exists in the physical rather than
26 purely conceptual realm “is beside the point.”
27 | DDRHoldings, 773 F.3d at 1256 (emphasis added) (quoting Mayo, 566 U.S. at 85;
28
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1 || Alice, 134 S. Ct. at 2358). For example, “[m]erely stating that the methods at issue
2 || are performed on already existing vehicle equipment, without more, does not save
3 || thedisputed claims from abstraction.” Vehicle Intelligence & Safety LLC v.
4 | Mercedes-Benz USA, 635 F. App’'x 914, 919 (Fed. Cir. 2015); see also Open
5 || Parking, 2016 U.S. Dist. LEXIS 85260, at * 26-27 (*“Just because the abstract ideas
6 || inthese patents are to be carried out on some mobile device (even a brand spanking
7 || new onein 1999), does not save them from having to pass through the Alice
8 || sieve™).
9 B. Dependent Claim 2 of the’956 Patent IsIneligible
10 Under § 101
1 1. Claim 2 IsDirected to an Abstract Idea
1 Claim 2 depends from claim 1 and thus shares the same defects under § 101.
13 Claim 2 narrows claim 1 by requiring the system to execute machine-readable code
14 to modify aclassification agorithm in response to the occupancy status correction
recitedinclaim 1. (ECF No. 23-1, Claim 2) Far from saving the claims, this
o additional limitation confirms that both claims 1 and 2 are directed to the abstract
1o idea of processing information.
1; Algorithms are abstract concepts. In Alice, the Supreme Court noted
19 long-standing precedent under which an algorithm carried out on a general purpose
20 computer “was an abstract idea.” 134 S. Ct. at 2357. The Federal Circuit has
o1 repeatedly applied this rule to find algorithms are abstract ideas. See Elec. Power
- Grp., 830 F.3d at 1353 (analyzing information by mathematical algorithms, without
more, is an abstract idea); Digitech Image Techs., LLC v. Elecs. for Imaging, Inc.,
zj 758 F.3d 1344, 1351 (Fed. Cir. 2014) (“a process that employs mathematical
algorithms to manipulate existing information to generate additional information” is
22 an abstract idea); RecogniCorp, 855 F.3d at 1327 (a “process that started with data,
07 added an algorithm, and ended with a new form of data was directed to an abstract
- idea’).
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Here, clam 2 does not purport to improve the algorithm or the computer that
runsit. The specification teaches a generic “classification routine or machine
learning algorithm” that runs on generic computer equipment. (ECF No. 23-1 at
col. 11:61-62.) A claim that recites the use of an algorithmic engine that is “not
claimed, identified, or explained . . . isthe height of abstraction.” Clarilogic, Inc. v.
FormFree Holdings Corp., 681 F. App’x 950, 954 (Fed. Cir. 2017).

2. Claim 2 Recites No I nventive Concept

Claim 2 lacks anything “significantly more” than the abstract concept of
training a generally-known algorithm. The specification confirms that such
computer processing is not an independently inventive concept. (ECF No. 23-1 at
col. 5:67-6:3 (“Preferably, the image classification system uses a self-modifying
classification algorithm, i.e., an algorithm that can be trained to improve the
classification accuracy thereof.”).) Asthe specification makes clear, “[a]ny
classification routine or machine learning algorithm can be used; some common
algorithms in the literature include Classification and Regression Trees, Support
Vector Machines, and Artificial Neural Networks.” (Id. at col. 11:61-64.) Nothing
in either the claim or the specification teaches how to code the classification
algorithm, or claims that the ' 956 patent is improving the algorithm itself.
Moreover, claiming particular methods of computing information “simply
providg]s] further narrowing of what are still mathematical operations’ and does
not provide an inventive step. SAP Am., 898 F.3d at 1169 (rgjecting claim to using
an algorithm to analyze data).

I
I
I
I
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1 V. CONCLUSION
2 The claims of the '956 patent fall squarely within the exceptions to
3 || patentable subject matter articulated in Mayo/Alice and their progeny. The Court
4 || should find the claimsineligible for patenting and dismiss Park Assist’s Amended
5 || Complaint with prejudice.
6
7 Respectfully submitted,
2 Dated: November 8, 2018 MORRISON & FOERSTER LLP
10
By: /9 Eric M. Acker
11 ERIC M. ACKER
12 EAcker@mofo.com
13 AR BIECS COUNTY
14 ADTHORITY o
15
16
17
18
19
20
21
22
23
24
25
26
27
28
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1 CERTIFICATE OF SERVICE
2 The undersigned hereby certified that on November 8, 2018 atrue and
3 || correct copy of the foregoing was transmitted electronically to the Electronic Filing
4 || System of the United States District Court for the Southern District of California
5 || which, under Local Civil Rule 5.4(b)-(d), is believed to have sent notice of such
6 || filing, constituting service of the filed document, on all Filing Users, al of whom
7 || are believed to have consented to electronic service.
8 Executed on November 8, 2018, at San Diego, California.
9

10 /s Eric M. Acker

EAcker@mofo.com
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ERIC M. ACKER (CA SBN 135805)
EA cker@mofo.com

JOHN R. LANHAM (CA SBN 289382)
JLanham@mofo.com

JANET S. KIM (CA SBN 313815)
JKim@mofo.com

MORRISON & FOERSTER LLP
12531 High Bluff Drive

San Diego, California 92130-2040
Telephone: 858.720.5100

Facsamile: 858.720.5125

Attorneys for Defendant
SAN DIEGO COUNTY REGIONAL AIRPORT
AUTHORITY

UNITED STATESDISTRICT COURT

SOUTHERN DISTRICT OF CALIFORNIA

Case No. 3:18-cv-02068-BEN-M DD

PARK ASSIST, LLC,
Plaintiff, DECLARATION OF ERIC M.
ACKER IN SUPPORT OF SAN
V. DIEGO COUNTY REGIONAL

AIRPORT AUTHORITY'S
SAN DIEGO COUNTY REGIONAL
AIRPORT AUTHORITY and ACE
PARKING MANAGEMENT, INC,,

Defendants.

sd-727643

MOTION TO DISMISS
AMENDED COMPLAINT UNDER
35U.SC. 8101

Date: December 10, 2018
Time: 10:30 am.

Ctrm: 5A _
Judge: Hon. Roger T. Benitez
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I, Eric M. Acker, declare as follows:

1. | am an attorney licensed to practice before this Court and the courts of
the State of California. | am a partner with the law firm of Morrison & Foerster
LLP. I make this declaration based on personal knowledge and, if called asa
witness, | could and would testify competently to the matters set forth herein. |
make this declaration in support of San Diego County Regional Airport Authority’s
Motion to Dismiss Amended Complaint Under 35 U.S.C. § 101.

2. Attached hereto as Exhibit 1 is a set of excerpts from a certified, true,
and correct copy of the prosecution history for U.S. Patent No. 9,594,956.

| declare under penalty of perjury under the laws of the United States that the
foregoing is true and correct.

Executed on November 8, 2018, in San Diego, California.

By: /S/Eric M. Acker
Eric M. Acker
EAcker@mofo.com

ACKER DECL. 1SO SDCRAA MOT. TODISMISS
1 AM. COMPLAINT
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5 || which, under Local Civil Rule 5.4(b)-(d), is believed to have sent notice of such
6 || filing, constituting service of the filed document, on all Filing Users, al of whom
7 || are believed to have consented to electronic service.
8 Executed on November 8, 2018, at San Diego, California.
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Office Action Summary Examiner Art Unit AIA (First Inventor to File)
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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)X Responsive to communication(s) filed on 12/24/2014.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon ____ .
2a)[] This action is FINAL. 2b)[X] This action is non-final.

3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
___ ;therestriction requirement and election have been incorporated into this action.

4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5K Claim(s) 1-29is/are pending in the application.

5a) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) is/are allowed.
7)K Claim(s) 1-29is/are rejected.
8)[] Claim(s) ____is/are objected to.
9)[J Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/rwww usplo.aov/catenis/init_events/prhvindex.jsp or send an inquiry to PPHieagback@uspio.goy.

Application Papers
10)[] The specification is objected to by the Examiner.
11)[X] The drawing(s) filed on 1/13/2013 is/are: a)[X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)X] Al b)[] Some** ¢)[] None of the:
1. Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3..X] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) IZI Notice of References Cited (PTO-892) 3) D Interview Summary (PTO-413)
. ) Paper No(s)/Mail Date. ______
2) D Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4 D Other:
Paper No(s)/Mail Date ) er
U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20150419
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DETAILED ACTION
The present application is being examined under the pre-AIA first to invent provisions.
A request for continued examination under 37 CFR 1.114, including the fee set forth in
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e)
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to

37 CFR 1.114. Applicant's submission filed on 03/26/2015 has been entered.

Claim Rejections - 35 USC § 101

35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture,

or composition of matter, or any new and useful improvement thereof, may obtain

a patent therefor, subject to the conditions and requirements of this title.

Claims 1-9, 19, 20, 25 and 26 are rejected under 35 U.S.C. 101 because the claimed
invention is directed to non-statutory subject matter because the claim(s) as a whole, considering
all claim elements both individually and in combination, do not amount to significantly more
than an abstract idea. The claim(s) is/are directed to a method of organizing human activities
including the mere instructions for a human to implement the claimed idea on a computer. The
additional element(s) or combination of elements in the claim(s) other than the abstract idea per
se amount(s) to no more than: mere instructions to implement the idea on a computer. Viewed as
a whole, these additional claim element(s) do not provide meaningful limitation(s) to transform

the abstract idea into a patent eligible application of the abstract idea such that the claim(s)

Exhibit 1
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amounts to significantly more than the abstract idea itself. Therefore, the claim(s) are rejected
under 35 U.S.C. 101 as being directed to non-statutory subject matter.

Response to Arguments

Claims 1-29 are pending and are presented for examination. Claims 1, 10, 19 and 29 have
been amended. Claim 29 has been added. No new matter was added.

Applicant argues that the prior art does not disclose the features of claims 1, 10 and 29.
The Applicant has amended claims 1, 10 and 29 to include (1) that the same camera that takes
the first image also takes the second image and (2) that an alternate vehicle is displayed to a user.

The Examiner has read and understands the Applicants arguments. However, the
Examiner respectfully disagrees. Chew US Publication No. 2009/0309760, figure 1 illustrates
that that the same imaging device is used to capture one or more images of an occupied parking
spot (paragraph 0008). Chew paragraph 0010 further discloses displaying more than one

vehicle at a time.

Applicant’s arguments with respect to claims 19-24 have been considered but are moot
because the arguments do not apply to any of the references being used in the current rejection.
Claims 19-24 are now rejected under pre-AIA 35 U.S.C. 103(a) as being unpatentable over Lee
US Publication No. 2008/0258935 in further view of King et al., US Publication 2009/0192950.

Applicant’s arguments with respect to claims 25-28 have been considered but are moot
because the arguments do not apply to any of the references being used in the current rejection.
Claims 25-28 are now rejected under pre-AIA 35 U.S.C. 103(a) as being unpatentable over Lee
US Publication No. 2008/0258935 in further view of Sreenan et al., US Publication

2010/0302933.
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Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/DEIRDRE BEASLEY/

Examiner, Art Unit 2482

/CHRISTOPHER S KELLEY/
Supervisory Patent Examiner, Art Unit 2482
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PATENT
Arormey Docket Noo 496242

INTHE UNITED STATES PATENT AND TRADEMARK OFFICE

Apphicant: Damel COHEN Examiner: BEASLEY, Deirdre L.
Serial No. 13/697.380 Group Art Uinitr 2482
Filed: Jangary 13, 2013 Confirmation No.o 3219

Attorney Docket Noo 496272
For: METHOD AND SYSTEM FOR
MANAGING A PARKING LOT Customer Number: 44696
BASED ON INTELLIGENT IMAGING

AMENDMENT AND RESPONSE TO SECOND NON-FINAL OFFICE ACTION

Commuissioner for Patenis
PO Box 1450
Alexandria, VA 22313-1450

Madam:
This paper s submitted in response (o the Non-Final Office Action mailed May 1,

2015,
Please amend the patent gppheation as follows,
Amendments to the Claims begin on page 2 of this paper.
Remarks/Arguments begin on page 11 of this paper.
Throughout this paper references are made 1o the numbered paragraphs from ULS
Patent Apphcation Publication No. US 201340113936 Al which is the corresponding

LS. Patent Apphication Publication to the mstant patent application.

Tofi9
Aowadment sud Response to second Nop-Flanl Office Action dated May 1, 215
LS, Patent Apphication Serial Nooo 137697350
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Diockes No.: 49822

REMARKS
Reconsideration in view of the foregomg amendments and the following remarks
is respectfudly requested. Moreover, the applivants have reviewed the Non-Final Office
Action of May 1, 2015 (the Office Action}, and subnut that this paper 1s responsive to all

points ratsed theremn.

I, Status of the Claims
Claims 1-29 are pending and are presented for examination.
Clatm 30 s newly added.

No clams have been amended.

Support for new claim 30 can be found, for example, in the Specification at

1L Rejections Under 33 USC § 101

Claim 1-9, 19, 20, 23 and 26 were were rejected under 35 USC § 101 as
pertaining to non~-statutory matter as refating to mere mstructions to implement an
abstract idea on a computer. The Examiner’s rejection is traversed.

It appears that a clerical error has occurred as nong of the above-mentioned claims
vefer marely to Instructions mplamented by a computer. All of the claims include, at the
very least, images captured by an imaging device — thereby tyving the invention to a
machine.

As such, reconsideration of the rejection under 35 USC § 101 is respectiully

requested.
L. Rejections Under 35 USC § 103{a)

Clamms 1-18 and 29

11 of 19
ponse to second Noa-Final Office Action dated May 1, 2015

Amendment and Hes;
LS. Patent Apphostion Sevtal Noo 13/697 380

LR

Exhibit 1
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Diockes No.: 49822

Claims 1-18 and 29 were rgjected under 35 USC § 103{a) as obvioas by Chew
{118, Patent Application Pablication No. US 2009/0309760 - hercinafter Chew), in view
of Falk {ULS. Patent Application Publication No. US 2009/0313738 — hereinafter Falk).

Independent claim 1, as previously presented, recites features meluding:
“gbiaining at least one high-resolution vocupancy and wdentily image, only for each
parking space having an ococupied status™ and “displaving at least a part of at least ons

alternative said oocupancy and wdentity 1mage of an alternative vehicle from which to

select satd vehicle™

Chew discloses obtaining multiple images for all lots, whether occupied or vacant
-~ but no deferential betwesn high and low resolution and, specifically, no feature for only
obtaining high resolution images for occupied spaces. Moreover, Chew shows no interest
in obtaming both high and low resolution images, as the system of Chew only captures
one type of image, repeatedly. at predefined ume-mtervals. Chew processes all images
equally, thereby expending considerable resources even when the image 13 of a vacant
parking space. See for example Paragraph {00357 of Chew where vacant lots and

occupied lots are equally monitored and analyzed.
O page 3 of the Office Action Examiner states as follows:

Thee Applicant has amended claims |, FHyand 29 ro include £1) thar the same
camera that fakes the first image also takes the second image and (2) that an alternaie

vehicle is displayved fo a user.

Applicants respectfully wish to note that Examiner has failed to acknowledge a
third amendment, namely “obtainng at least one high~-resolation occupancy and identity

image. .. gafy for each parking space having an occupied stamus”,

Applicants amended the claims and argued. i the previous communication, that
the same tmaging device caphures two different types of images. Independent claim |
was previously amended o specify that a hugh resolution image is obtained ondy for

soeupied parking spaces.

12 of 19
Anendment and Response to second Non-Final Office 4
118 Patent Application Serial No: 13

ction dated May 1, 2015
YO7.380
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The Commissioner for Patents is hereby anthorized to treat any concuwrrent oy
futare reply, requuring a petition for extension of time under 37 CFR 1,136 for us tnely
submission, as mcorporating a petition for extension of tume for the appropriate length of
time 1f not submitted with the reply.

Respectiully subnuited,

I Y £
Mark M. Friedman

Astorney for Apphicant
Registration No. 33,883

D, Mark Friedman Lid.
Moshe Aviv Tower, 34th Floor
7 Jabotinsky Street

Ramat Gan 52520 ISRAEL
Tel: 972-3-61141060

Fax: 972-3-6114101

Email: patenisi@fiedpat.com

Drated: August 3, 2015

19 0f 19
Amendment and Response to second Noa-Final Office Action dated May 1, 2015
LIS, Patent Apphestion Serial Noo 137697 380
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SR UNITED STATES PATENT AND TRADEMARK OFFICE

8 UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450

Alexandria, Virginia 22313-1450

WwWWw.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
13/697,380 01/13/2013 Daniel Cohen 496272 8219
44696 7590 02/09/2016
EXAMINER
DR. MARK M. FRIEDMAN | |
Moshe Aviv Tower, 54th Floor, 7 Jabotinsky St. BEASLEY, DEIRDRE L
Ramat Gan, 52520
ISRAEL | ART UNIT | PAPER NUMBER |
2482
| NOTIFICATION DATE | DELIVERY MODE |
02/09/2016 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

patents @friedpat.com
friedpat.uspto@gmail.com
rivka_f@friedpat.com
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Case o ro-CV-UzZu0o-boin-iviD D— D OCUmey ﬁﬁpﬁcaﬁ?ﬂ'ﬁ‘ﬂ) 8718 rW
13/697,380 COHEN ET AL.
Office Action Summary Examiner Art Unit AIA (First Inventor to File)
DEIRDRE BEASLEY 2482 ,s\l*;*“s

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).
Status
1)XI Responsive to communication(s) filed on 1/11/2015.

[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon ____ .
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
___ ;therestriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5[ Claim(s) 9-32is/are pending in the application.
5a) Of the above claim(s) 7 and 8 is/are withdrawn from consideration.

6)[] Claim(s) is/are allowed.

7)K Claim(s) 1-6 and 9-32is/are rejected.

8)[] Claim(s) ____is/are objected to.

9)[J Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/rwww usplo.aov/catenis/init events/peh/index.jsp or send an inquiry to PPHeagback@uspio.goy.

Application Papers
10)[] The specification is objected to by the Examiner.
11)[X] The drawing(s) filed on 1/13/2013 is/are: a)[X] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)X] Al b)[] Some** ¢)[] None of the:
1. Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3..X] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) |:| Notice of References Cited (PTO-892) 3) D Interview Summary (PTO-413)
. ) Paper No(s)/Mail Date. ______
2) D Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4 D Other:
Paper No(s)/Mail Date ) er.
U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20160129
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Application/Control Number: 13/697,380 Page 2
Art Unit: 2482

DETAILED ACTION

The present application is being examined under the pre-AIA first to invent provisions.

Continued Examination Under 37 CFR 1.114
A request for continued examination under 37 CFR 1.114, including the fee set forth in
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e)
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to

37 CFR 1.114. Applicant's submission filed on 1/11/2016 has been entered.

Claim Rejections - 35 USC § 101
1. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture,

or composition of matter, or any new and useful improvement thereof, may obtain

a patent therefor, subject to the conditions and requirements of this title.

Claims 1-28 and 30-32 are rejected under 35 U.S.C. 101 because the claimed invention is
directed to a judicial exception (i.e., a law of nature, a natural phenomenon, or an abstract idea)
without significantly more. Claim(s) 1-28 and 30-32 is/are directed to comparing and organizing
information (i.e., the steps of obtaining, comparing, determining, generating, and correcting) for
transmission, which is similar to concepts that have been identified as abstract by the courts,
such as using categories to organize, store and transmit information in Cyberfone or comparing

new and stored information and using rules to identify options in SmartGene.

Exhibit 1
Page 12
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Application/Control Number: 13/697,380 Page 3
Art Unit: 2482

The claim(s) does/do not include additional elements that are sufficient to amount to
significantly more than the judicial exception because the additional elements when considered
both individually and as a combination do not amount to significantly more than the abstract idea.
The claim recites the additional elements of obtaining images (claim 1, etc.,), determining
occupancy based on images (claim 1, etc.,), changing and correcting statuses (claim 19). These
functions may be interpreted as being a method performed by a person. The claims do not amount to

significantly more than the abstract idea. Therefore, the claim is not patent eligible.

Response to Arguments

Applicant's arguments filed 12/03/2015 have been fully considered but they are not
persuasive.

The Examiner has read and understands the Applicants arguments. However, the
Examiner respectfully disagrees.

The prior art (Chew US 2009/0309760) does not differ with regards to the following
features:

1. (Applicants Argument) The prior art does not disclose: The system and method
include a two-step process: first, ascertain whether the space is occupied or vacant; and second,

obtain identifying images.

(Examiner Response)Chew discloses obtaining images of parking spaces and determining
if the space is vacant or occupied (Chew paragraph 0004). Chew further discloses processing one

or more images of the car park spaces to provide information regarding the locations and

Exhibit 1
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Application/Control Number: 13/697,380 Page 4
Art Unit: 2482

numbers of empty and occupied car park spaces and processing one or more images of the
vehicles occupying car park spaces, to identify one or more of their features [paragraph 0011]. If

the space were determined to be empty, there would be no need to take more images.

2. (Applicants Argument) The prior art does not disclose: The monitoring stage uses
low resolution images (this is implicit from the fact that the identification image is
high resolution), for example 320x240 or 640x480 still images and the identification stage uses
high resolution images, for example 2592x1944 still images. The low resolution translates to
small memory size for each image - making the system viable. The low resolution is sufficient to
determine occupancy and vacancy. A high resolution image is needed for identification purposes,
e.g. extracting the license plate number or model of the car etc. The same camera is used for both
types of images.

(Examiners Response)The Examiner uses the broadest reasonable interpretation. High
resolution and low resolution are not defined or limited to (320x240 or 640x480 or 2592x1944)
in the Applicants claims or disclosure. Based on the Examiners interpretation Chew suggests
obtaining a high resolution image. Chew discloses obtaining at least one image of a vehicle using
digital cameras (figure 1 item 105) capable of identifying license plates in the captured images.
Based on the Examiners broadest reasonable interpretation of "high resolution”, Chews disclosed
camera system captures high resolution images.

For further clarification claim 1 is now rejected under pre-AIA 35 U.S.C. 103(a) as being
unpatentable over Chew US Publication No. 2009/0309760 in view of Konno US Publication

No. 2008/0151051.

Exhibit 1
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Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to DEIRDRE BEASLEY whose telephone number is (571)270-
3677. The examiner can normally be reached on Monday - Friday 8:00AM - 5:00PM EST.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Chris Kelley can be reached on (571)272-7331. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/DEIRDRE BEASLEY/

Examiner, Art Unit 2482

/CHRISTOPHER S KELLEY/
Supervisory Patent Examiner, Art Unit 2482
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PATENT
Attorney Docket No,: 4962/2

INTHE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Daniel COHEN, et al. Examiner: BEASLEY, Deirdre L.
Serial No. 13/697,380 Crroup Art Unit; 2482
Filed: January 13, 20613 Conftrmation No.; 8219

Attorney Docket No.: 4962/2
For: METHOD AND SYSTEM FOR
MANAGING A PARKING LOT Customer Numbert; 44696
BASED ON INTELLIGENT IMAGING

AMENDMENT AND RESPONSE TO NON- FINAL OFFICE ACTION

Commissioner for Patents
PO, Box 1450
Alexandria, VA 22313-1450

Madany
This paper is submitied in response to the Non-Final Office Action mailed

February 9, 2016.

Please amend the patent application as follows.

Amendments to the Claims begin on page 2 of this paper.

Remarks/Arguments begin on page 15 of this paper.

Throughout this paper references are made to the numbered paragraphs from U.S.
Patent Application Publication No. US 2013/0113936 Al, which is the corresponding

U.S. Patent Application Publication to the instant patent application.

Lof22
Amendment and Besponse to Non-Final Office Action matled Febnuy 9, 2016
.8 Patent Application Serial No. 137697380
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Docket No.: 496272

¢ said identificr with each

whicle wherehn siud svstens conualier 18 confioured 16 conyer

sation of

satd velicle idemifier digitally stored in said sforage device so ss to idantify a

suid parking space of sasd vehicle based on g known loeation of sald imesing device that

ebtamed said hich resolution identity image from which said velucle idemifier v

Jrestally extracted.

15. {Currently Amended) The systermn of claim 14, wherein said information

terminal includes a display mechanism for . by displaying instructions that-s

W sard vehicle,

saideastomse i said infonmation tenmingl to aad parking space

16. {Currently Amended) The system of claim—44 whersin-said-dntormaiion
Fesinnrranit v dyadda I N S v SOOI S U RO o S DYV e B PR A T TR ) PRV NPT RO
A UXURT YT RIR RO Sare M & ‘\\ FES XY X l}A}-"L TURRG T VATINOEYS EUIRTN S TFOTRAY HE .J‘ PR L § B XN i 0 SO 4 ~ B ~l!i‘vl - LT
rdemifes-ofsaids cin said pharaliny of deviges are selected from the sooun

v controlled Hehtine Oxnres angd ventilation systema.

issues satd-goreceipt ingluding 4 sepresergation of said

SRIHpY

identifl Qg_hcﬁ)m said customer park,s said vehicle in satd one parking space.

18, {Cuwrently Amended) The system of claim 1817, wherein said gateway
terminal includes an identification camera for acquiring an identification image of said

vehicle, swhersin satd idengifier s dignally extracted from said dentification image, by

divital inage processing,

19. {Currently Amended) A method of managing a plurality of parking spaces,

comprising:

(a) monitoring & parking space with an imaging device of an imaging unit;
(b) detecting, by said imaging unit, occupancy of said parking space:

6of22
Response and Amendment responsive to Non-Final Office Action mailed February 9, 2016
UL, Patent Application Serjal No.: 13/697,380
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{c) assigning said parking space, in which said occupancy was detected, an

occupied status, wherein said ocoupied status is indicated by ihunivating

5

tor indicator vollocared it said imagine device,

g first color of a mubtico

said fivst color predefived to determine said occupied siatus:

{d) obtaining, as a result of said parking space having said occupied status, a
single high resolution image of a vehicle occupying said patking space,

said high resolution image obtained by said imaging device;

(&) storing at feast part of said high resolution image on a storege device:
) displaying a thumbnail image of said parking space on a graphic user

interfave (GUD, said thombnadl fmase dichally ol

elecironically compumicated fo said G from said i

(2} deciding whether said occupied status is incorrect, based on a visual
review of said thumbnail image on said GUTL and

() correcting  said  occupied status, by inpuiting  computer-readahle

Ao s computer tenmminal of satd GULL it said parking space shown in said

Istruntic

thumbnail image is vacant and said computer terminal elecironically commurioatt

ond color, sald second

cotmbhand 0 fosele said wuliicolor indicsior o Huminate a

ed 1o indicals o vacan status:

color preg

ution image, by digiig] imane srocessing, a

{1} gxiraciing ffom said bigh e

Y

vermil identifier for said vl

] 08

¢ and cony permit identifier with at

paurking permt identiBcadon stored on said storaze to delemmine a permit status of said

yarked vehuole: and

aenmi

{1 infiaung an_infringement process for said velyele haviae

1 parking permud

iddeptilior thet fuils o coingide with al least one of said at

ation,

26. {Previously Presented) The method of claim 19, wherein said detecting
includes providing machine-readable code of a self-modifving classification algorithm

for assigning said respective statuses, the method further comprising:

) 7 of 22
Response and Amendment responsive to Non-Final Office Action mailed February 9, 2016
U5, Patent Apphication Serial No.v 13/697,380
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(&) said system executing said machine-readable code to inodify said

classification algorithm in response to said correcting.

21. {Currently Amended) A system for managing a plurality of parking
spaces, comprising:
{a) at least one camera for acquiring a respective occupancy image of each

parking space;

{0 st dgust one mudticolor indicator eollocatad with a respective camera for
dlnaiing an octupancy status of at lensl one parkine space imassd

said vany

(b¢)  adisplay device for displaying at Ieast a portion of said OCCUPENCY IMages;

{ed)  awmemory for storing program code for:

{1} assigning ecach sald occupancy image a respective status selected
g£ning i ; £ [

suid_status ds indivated by oa ditforent color of s

fndicator predefined v indivam said stius,

{i1) Huminaling_said

acording o said status, and

{(iii)  displaying said occupancy images on said display device along
with said respective assigned statuses thereof:
{ée}  a processor for executing said program code; and
(ef)  an input device for correcting said respective assigned statuses as

displayed on said display device, wherein said a1 Joasl one camern, said

display device, said memory, said at least one stualticoior indicator and

surieation with said processor.

LEeVIcs aredn elecironic com

22, (Original) The system of claim 21, wherein said program code implements

LS

a self-moditying classification algorithm for assigning said respective statuses,

8of22
HKesponse and Amendment respongive to Non-Final Office Action mailed February 9. 2016
LLS. Patent Application Serial Mo 13/697,380
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Reconsideration in view of the foregoing amendments and the following remarks
is respectlfully requested. Moreover, the applicants have reviewed the Non-Final Office
Action of February 9, 2016 (the Office Action), and subimnit that this paper is responsive

to all points raised therein.

I. Status of the Clains
Claims 1-6, 8 and 10-32 are pending and are presented for examination.
Claims 1, 3-5, 10-19, 21, 23, 25, 27, 28 and 30 have been amended.
Claims 2 and § have been canceled. As such, claims 1, 3-6 and 10-32 are

currently pending prosecution.

Support for amendments to independent claims 1, 10, 19, 21, 23, 25, 27 and 30,
regarding muiticolor indicators, can be found in the Specification, for example, at
Paragraph {00491,

Support for other amendments to independent claims 1 and 30, can be found in
the Specification, for example, at Paragraph [0130] and in the support for previously
presented claims 2 and 3, 14,

Support for other amendments 1o claims 10 can he found in the Specification, for
example, at Paragraph [0134] and in the support for previously presented claim 3.

Support for the amendments to claim 141s found, for example, in originaily filed
claim 15 and Fig. 6.

Support for other amendments to claim 19 can be found in the Specification, for

example, at Paragraph [0132].

if. Rejections Under 38 USC § 184

Claims 1-28 and 30-32 were rejected under 35 USC § 101 as directed 1o non-

statutory-subject matter.

15 0f22
Hesponse and Amendmenl responsive to Non-Final Office Action mailed February 9, 2016
LS. Patert Application Serial Moo 13/697,380
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Independent claims 1, 10, ¥9, 21, 23, 25, 27 and 30 have been amended to the
feature of “wherein each said siatus is indicated by illuminating a different color of a
multicolor indicator collocated with said imaging device, said illuminated color
predefined to indicate said status” or similar feature. The clatms, as amended now recite
at least a processor or controller for controlling the illumination of multicolor indicator,
and thus, tying a machine to a process recitation, Claims 1, 3-3, 10-19, 21, 23,2527, 28
and 30 have been amended, in addition, to recite to recite additional fearures tying the

claims to machines and processes that can only be performed by computerized systems.

Since amended independent claims 1, 10, 19, 21, 23, 25, 27 and 30 ecach recite
statutory subject matter under 35 USC § 101, claims 3-8, 1118, 20, 22, 24, 26, 28-29 and
31-32, dependent therefrom, also recite statutory suhject niatter under 35 USC § 101, for

at least the same reasons.

Claims 1, 3-6 and 10-32 as presently presented all recite statutory subject matter

under 35 USC § 101, Accordingly, withdrawal of this rejection is respectfully requested,

I Rejections Under 35 USC § 103¢a)

Clatms -3, 6-18 and 28 (and 31-32)

Claims 1-3, 6-18 and 29 (and 31-32) were rejected under 35 USC § 103{a) as
obvious by Chew, in view of Konno.

Claims 2 and 7-9 are canceled, rendering the rejection of those claims moot.

Claims 1-3, 6-18 and 29 (and 31-32) have been discussed in prior responses.
Those discussions are applicable here.

Nenetheless and without concession, independent claims | and 10 have been
amended 1o disclose features including: “wherein cach said status is indicated by
Hlumunating a different color of a multicolor indicator collocated with said imaging

device, said illuminated color predefined to indicate said status™.

i6of22
Response and Amendment responsive te Non-Final Office Action maited February ¢, 2016

.S, Patent- Application Serial No.o 13/697 380
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Claim 1

In addition, claim [ has been amended to inclade features of “in response to an
clectronic request for a parking fee made at an information terminal... comparing said
user identifier to said vehicle identifier... identifying a location of said parking space. ..

returning, at said information lerminal, said parking fee calculated at least in part

according to a differential taritt bhased on said location of said parking space of said

vehicle occupying said parking space.” {(Emphasis added)

Clatm 19

Claim 10 has been amended to include features of “a plurality of devices per
envirommental aspect for controlling said environmental aspect, wherein said system
controller uses said plurality of devices to vontrol at least one environmental aspect at
feast in part based on occupancy levels calculated according to said low resolution

images.”

Neither Chew nor Komo discloses a multicolor vecupancy status indicator

collocated with the imaging device ete.. Furthermore neither Chew nor Konno discloses a

parking fee calculated at least in part according to a differential tariff based on the
location of the parking space as recited in claim 1. Still further. peither Chew nor Konno
disclose devices for controlling environmental aspects based on occupancy levels of the

parking spaces.,

As such, both Chew and Konno, alone or in combination, fail to show, teach or
suggest any processes or structure for, “a multicolor mdicator collocated with said
imaging device” and/or “a differential tariff based on said location™ as recited in amended
independent claim 1 and “a plurality of devices per environmental aspect for controfling
said environmental aspect... based on occupancy levels caleulated according to said low

resolution images.”™

170022
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Based on the above, this combination of Chew and Konno fails to meet all of the
recitations of amended independent claims 1 and 10, such that it fall short of claims 1 and
10. For at least this reason, Chew and Konno, in any combination, fail to render claims |

or 10 obvious under 35 USC § 103(a).

Since the combination of Chew and Konno fails to render amended independent
claim 1 obvious under 35 USC § 103(a) for the reasons presented above, claims 3, 6-9,
11-18 and 29 (and 31-32) dependent from claims 1 and 10, are also not rendered obvious
by the aforementioned combination, for at least the same reasons. Claims 3,6-9,11-18

and 29, 31-32 further distinguish the invention over the cited art.
Claimy 4 and §

Claims 4 and 5 were rejected under 35 USC § 103(a) as obvicus hy Chew, in

view of Komne and Falk,

Claims 4 and 5 depend from claim 1, discussed above. That discussion is relevant
here. As claim 1 is allowable, claims 4 and 5. dependeant there-from are likewise

allowable for at least the same reasons.

For at feast this reason, Chew, Konne and Falk, in any combination, fail to render

claims 4 or § obvious under 35 USC § 103(a).

Claimy 19-24

Clairas 19-24 were rejected under 35 USC § 103(a) as obvious by Lee, in view of
King. Claims 19-24 have been discussed in prior responses.

Those discussions are applicable here.

Nonetheless and without concession, independent claims 19, 21 and 23 have been
amended to disclose features including: “wherein each said status is indicated by
illuminating a different color of a multicolor indicator collocated with said imaging

device, said iluminated color predefined to indicate said status™

{Sof22
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Claim 19 has been further amended to include features of “extracting... a permit

iwdentifier for said vehicle and comparing... with. ., parking permit identification stored. ..

to determine a permit status of said parked vehicle:” and “initiating an infringement

process for said vehicle having said permit identifier that fails to coincide with at least

one of said at least one parking permit identification.” (Emphasis added)

Neither Lee nor King discloses a multicolor occupancy status indicator collocated

with the imaging device ete.

Furthermore neither Lee nor King discloses extracting and comparing a parking
permit identifier to stored permit {1 and/or initiating infringement process for a vehicle

without a proper permit, gs recited in claim 19.

As such, both Lee and King, alone or in combination, fail to show, teach or
suggest any processes or structure for, “a multicolor indicator collocated with said

f==te

imaging device” as recited in amended independent claims 19, 21 and 23.

Further both Lee and King, alone or in combination, fail to show, teach or
suggest any processes or structure for, © extracting. .. a permit identifier ... and
comparing... with... parking permit identification ... to determine a permit status...” and
“initiating av infringement process for said vehicle having said permit identifier that fails
coincide with at feast one of said at least one parking permit identification” as recited in

claim 19,

Based on the above, this combination of Lee and King fails to meet all of the
recitations of amended independent claims 19, 21 and 23, such that it fall short of claims
18,21 and 23. For at least this reason, Lee and King, in any combination, {uil to render
clamms 19, 21 and 23 obvious under 35 USC § 103(a)

Since the combination of Chew and Konno fails to render amended independent
claims 19, 21 and 23 obvious under 35 USC § 103{a) for the reasons presented above,

claims 20, 22 and 24 dependent from claims 19, 21 and 23, are also not rendered obvious

19 of 22
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by the atorementioned combination, for at least the same reasons. Claims 20,22 and 24

further distinguish the invention over the cited art.

Claims 25-28 were rejected under 35 USC § 103(a) as obvious by Lee, i view of
Sreenan.

As above, claims 25-28 have been discussed in prior responses. Those discussions
are applicable here. Also as above, independent claims 25 and 27 have been amended in a
similar manner to claims 21 and 23. Sreenan adds nothing to Lee so that claims 25-27 are
all allowable for at least the same reasons discussed above for claims 21 and 23.

Claim 28 has been discussed previously. That discussion is relevant here.

Clain 30

Claim 30 was rejected under 35 USC § 103(a) as obvious by Lee in view of
Keonno, further in view of Chew.

Claim 30 has been amended in a similar manner to claim 1. The entire discussion
above is relevant here. Lee adds vothing to Konno and Chew, in view of the amendments,
and therefore claim 30 is allowable for at least the same reasons discussed above for
claim 1.

IV. Conclusion

Should the Examiner have any question or comment gs to the form, content, or
entry of this paper, the Examiner is requested (o contact the undersigned at the email
address below. Similarly, if there are any further issues yet to be resolved to advance the
prosecution of this application to issue, the Examiner is requested to email the
undersigned counsel.

Allowance of all pending claims, 1, 3-6 and 10-32, is respectfully requested.

The applicants believe that there are not any other fees currently due. Although;
should any fees be due, these fees may be charged to Deposit Account No. 06-2140.

During the pendency of this application, the Commissioner for Patents is hereby

authorized o charge payment of any fees necessary for the prosecution of this patent

200122
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Respectfully submitted,

Date: May 9, 2016 _ IMMF/
Mark M. Friedman
Attorney for Applicant
Registration No. 33,883
Dr. Mark Friedman Lid.
Moshe Aviv Tower, 54th Flooy
7 Yabotinsky Street
Ramat Gan 52520 ISRAEL
Tel: 972-3-6114100
Fax: 972-3-6114101
Email: patentsi@friedpat. com
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12)[X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)XJ Al b)[] Some** ¢)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.X] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) |:| Notice of References Cited (PTO-892) 3) |:| Interview Summary (PTO-413)
. . Paper No(s)/Mail Date.
2) D Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4 I:' Other-
Paper No(s)/Mail Date ) er.
U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20160531

Exhibit 1
Page 28



Case 3:18-cv-02068-BEN-MDD Document 25-3 Filed 11/08/18 PagelD.278 Page 30 of 35

Application/Control Number: 13/697,380 Page 2
Art Unit: 2482

DETAILED ACTION
Notice of Pre-AIA or AIA Status

The present application is being examined under the pre-AIA first to invent provisions.

Claim Rejections - 35 USC § 101

The claims 1-28 and 30-32 were previously rejected under 35 USC § 101. The rejection
of claims 1-28 and 30-32 under 35 USC § 101 is withdrawn since, the Applicant has
appropriately amended the claims.

Response to Arguments

Applicant's arguments filed 05/09/2016 have been fully considered but they are not
persuasive.

Applicant's arguments filed 05/09/2016 have been fully considered but they are not
persuasive.

The prior art (Chew US 2009/0309760) does not differ with regards to the following
features:

The Applicant argues that the prior art does not disclose the following:

(1) wherein each said status is indicated by illuminating a different color of a multicolor

indicator collocated with said imaging device, said illuminated color predefined to indicate the

status
The Examiner has read and understands the Applicants arguments. However, the

Examiner respectfully disagrees. Lee (2008/0258935) discloses the claimed features. Lee
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discloses a display which admits red, orange and yellow (Lee, Figure Sc and paragraph 0053)
lights to indicate the occupancy status of a vehicle.
Secondly, the Applicant argues that the prior art does not disclose the following:

(2)_said parking fee calculated at least in part according to a differential tariff based on

said location of said parking space of said vehicle occupying said parking space

The Examiner has read and understands the Applicants arguments. However, the
Examiner respectfully disagrees. Lee (2008/0258935) discloses the claimed features. Lee
discloses a settlement fee (claimed tariff) for vehicles parked in the parking lot (claimed, parking
space location), (Lee, Figure 7 and paragraph 0068).

The Applicant argues that the prior art does not disclose the following:

(3)_plurality of devises to control at least one environmental aspect at least in part based

on occupancy levels calculated according to said low resolution images

The Examiner has read and understands the Applicants arguments. However, the
Examiner respectfully disagrees. Lee (2008/0258935) discloses the claimed features. Lee
discloses emitting lights such as green or white lights in the parking lot (claimed, environmental

aspect) to represent spaces available for parking [paragraph 0045]).

Claim Rejections - 35 USC § 103
1. In the event the determination of the status of the application as subject to AIA 35 U.S.C.

102 and 103 (or as subject to pre-AIA 35 U.S.C. 102 and 103) is incorrect, any correction of the
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Claim 30 is rejected under pre-AIA 35 U.S.C. 103(a) as being unpatentable over Lee US
Publication No. 2008/0258935 in view of Konno US Publication No. 2008/0151051 and Chew

US Publication No. 20090309760.

Regarding claim 30 (Currently Amended), Lee discloses the following claim
limitations:

A method for managing a parking space, the method comprising:

(a) detecting a vehicle entering the parking space with an imaging unit (Lee,
paragraph 0008 and 0061);

(b) sending a notification from a processor of said imaging unit to a system processor
indicating that the parking space is occupied (Figure 7,
“Update parking information”);

(c) toggling colors of a multicolor indicator from a first color indicating that the parking
space is vacant to a second color indicating that the parking space is occupied, said multicolor
indicator collocated with the parking space (Lee discloses a display which admits red orange
and yellow [Lee, Figure Sc and paragraph 0053] lights to indicate the occupancy status of a
vehicle);

(d) sending a request from said system processor to said imaging unit processor to
capture a high resolution image of said vehicle in the parking space (Lee, Figure 2 illustrates
inner parking lot cameras (300, 102, 103 etc.,) positioned for capturing images of vehicles in
parking spaces);

(e) obtaining said high-resolution image of said vehicle using said imaging device (Lee,
The inner parking lot cameras are used to identify the vehicles [paragraph 0043]);

(f) extracting an identifier from said high-resolution image (Lee, paragraph 0043); and
(g) inresponse to an inquiry, by said customer, that includes said identifier:

(1) identifying the parking space in which said vehicle is parked, at least in part by
comparing said identifier to said high-definition image (Lee, figure 1 “Parking Guidance
System”):

(ii) displaying at least a part of said high-definition image (figure Sc)

(iii) displaying at least a part of at least one alternative high-definition image of
an alternative vehicle from which to select said vehicle (Lee, figure 5c)
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(iv) receiving and electronically inputted selection of said vehicle (Figure 7,
photographing vehicles getting out of parking lot),

(v) charging a parking fee calculated according to a differential tariff based on a location
of said parking space of said selected vehicle (Figure Settlement of parking fee)

(ivi) digitally displaying a guidance aid on a digital display so as to direct said customer
to the parking space of said vehicle selected by said customer (Lee discloses displaying a
parking path [paragraph 0011])

Lee does not explicitly disclose the image of “high resolution”. However, Konno
discloses a capturing high resolution images by a monitoring camera.

Lee and Konno are in the same field of endeavor. Both inventions relate to vehicle
monitoring via video surveillance. One with ordinary skill in the art would know that Lee may be
modified to include that the images are "high resolution images”, as disclosed by Konno. High
resolution images are used in situations where identifying data, such as a license plate number,
must be extracted from an image (Konno, paragraph 00061). All of the elements in the claim
were known and could be combined by known techniques, it would have been obvious to one of
ordinary skill to combine the teachings to produce a predictable result.

Allowable Subject Matter
Claims 19 and 20 are objected to as being dependent upon a rejected base claim, but

would be allowable if rewritten in independent form including all of the limitations of the base

claim and any intervening claims.

Conclusion
Applicant's amendment necessitated the new ground(s) of rejection presented in this
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a).
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a).
A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO

MONTHS of the mailing date of this final action and the advisory action is not mailed until after
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event,
however, will the statutory period for reply expire later than SIX MONTHS from the date of this
final action.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to DEIRDRE BEASLEY whose telephone number is (571)270-
3677. The examiner can normally be reached on Monday - Friday 8:00AM - 5:00PM EST.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Chris Kelley can be reached on (571)272-7331. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would
like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/DEIRDRE BEASLEY/
Examiner, Art Unit 2482
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/CHRISTOPHER S KELLEY/
Supervisory Patent Examiner, Art Unit 2482
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